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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



Examiner 

" Neon" Phuong Huynh 



Applicant(s) 

KOLESNICK ET AL 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE Three MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. ^ . , 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to connmunication{s) filed on 8/13/01: 12/14/01 . 
2a)n This action is FINAL. 2b)|El This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim{s) 1-3.5.7 and 9-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) KI Claim(s) 1-3.5,7 and 9-13 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) |E The drawing(s) filed on 13 August 2001 is/are: a)KI accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) n The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9{a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) lEI Notice of References Cited (PTO-892) 4) □ Inten/iew Sunnmary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infonnal Patent Application (PTO-152) 

3) K Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3. 6) □ Other: 
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Art Unit: 1644 

DETAILED ACTION 

1. Claims 1-3, 5, 7 and 9-13 are pending, 

2. Claims 1-3, 5, 7 and 9-13 are being acted upon in this Office Action. 

3. Claim 9 is objected because of typographical error "meiosis". It should have been "zeiosis". 
Appropriate correction is required. 

4. Applicant should amend the first line of the specification to update the relationship between the 
instant application and 08/687,707, filed 4/26/1996, which is now Pat No. 6,274,309. 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 1-3, 5, 7, 9-13 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor, at the time the application was filed, had possession of 
the claimed invention. 

The specification does not provide adequate written description of the claimed invention. 
The legal standard for sufficiency of a patent's (or a specification's) written description is 
whether that description "reasonably conveys to the artisan that the inventor had possession at the 
time of the . . . claimed subject matter", Vas-Cath, Inc. V. Mahurkar, 1 9 USPQ2d 1111 (Fed. Cir. 
1991). In the instant case, the specification does not convey to the artisan that the Applicant had 
possession at the time of invention of the claimed methods employing any chemotherapeutic 
stress stimulus to induce apoptosis and thereby identifying compounds that increase or decrease 
a cell's sensitivity to acid sphingomyelinase activity such as apoptosis, sphingomyelin and 
ceramide levels. 

The specification discloses methods for identifying a compound mentioned above 
employing only radiation stress stimulus to induce apoptosis and thereby identifying 
compounds that increase or decrease a cell's sensitivity to acid sphingomyelinase activity such as 
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apoptosis morphology, sphingomyelin and ceramide levels. One of skill in the art would 
reasonably conclude that the disclosure fails to provide a representative number of species to 
describe the genus. Thus, Applicant was not in possession of the claimed genus. See University 
of California v. Eli Lilly and Co. 43 USPQ2d 1398. 

Applicant is directed to the Revised Interim Guidelines for the Examination of Patent 
Applications Under the 35 U.S.C. 1 12, H 1 "Written Description" Requirement, Federal Register, 
Vol. 66, No. 4, pages 1099-1 111, Friday January 5, 2001. 

7. Claims 1-3, 5, 7, 9-13 are rejected under 35 U.S.C. 1 12, first paragraph, containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. This is a new matter rejection. 

The "chemotherapeutic stress stimulus" in Claims 1-3, 5, 7, 9-13 represents a departure 
from the specification and the claims as originally filed. The passages pointed out by applicant in 
the amendment filed 12/14/01 do not provide a clear support for the said phrase. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

9. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particulariy point out and distinctly claim the subject matter which applicant regards as the 
invention. 

The recitation of "meiosis" in claim 9 as one of the apoptotic morphology is ambiguous 
and indefinite. The term "meiosis" defines cell cycle progression whereas "zeiosis" defines one 
of the characteristics of apoptotic morphology. Correction is required. 



10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 103(a) that form the basis 
for the rejections under this section made in this Office Action: 
A person shall be entitled to a patent unless: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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1 1 . This application currently names joint inventors. In considering Patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicabihty of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

12. Claims 1-3, 5, 7 and 9-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lowe et 
al (Cell 74: 957-967, Sept 1993; PTO 1449) in view of Jarvis et al (Proc. Natl. Acad Sci USA: 
91: 73-77, Jan 1994: PTO 1449), Cifone et al (EMBO J 14(23): 5859-68, 1995; PTO 1449) and 
US Pat No 5,773,278 (June 1998, PTO 892) or Horinouchi et al (Nature Genetics 10: 288-293, 
July 1995; PTO 1449) or Otterbach et al (Cell 81 : 1053-61, June 1996; PTO 1449). 

Lowe et al teaches a method for identifying compound which increases or decreases a 
cell's sensitivity to p53-mediated apoptosis comprising contacting p53 deficient cells (p53-/-) and 
p53 positive cells (p53+/- and p53+/+) with a test compound such as chemotherapeutic agents 5- 
Fluorouacil, etoposide, adriamycin, and sodium azide (See Table 1, page 958, Fig 5, in particular) 
to induce apoptosis (See Figs 2-6, page 965, Experimental procedure, in particular) wherein the 
apoptotic morphology comprises cellular condensation, nuclear condensation or zeiosis (See page 
960, column 2, first full paragraph. Fig 6, in particular). 

The claimed invention in claim 1 differs fi-om the reference only by the recitation of 
contacting an acid sphingomyelinase-deficient cell and if the cell exposed to chemotherapeutic 
agent exhibits a more severe apoptotic morphology than the control, the test compound represents 
a compound, which increases a cell's sensitivity to acid sphingomyelinase-related apoptosis. 

The claimed invention in claim 2 differs from the reference only by the recitation of 
contacting an acid sphingomyelinase-deficient cell and if the sphingomyelin is decrease while the 
level of ceramide increases in cell exposed to chemotherapeutic agent as compared to the control, 
the test compound represents a compound, which increases a cell's sensitivity to acid 
sphingomyelinase-related apoptosis. 

The claimed invention in claims 3 differs from the reference only by the recitation of the 
acid sphingomyelinase-deficient cell is part of a genetically engineered nonhuman animal 
deficient for acid sphingomyelinase gene. 
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The claimed invention in claims 5 differs from the reference only by the recitation of the 
cell exhibiting acid sphingomyelinase activity with a test compound, exposing said cells to a 
chemotherapeutic stress stimulus, comparing the levels of sphingomyelin and ceramide and if the 
sphingomyelin level is greater while ceramide level is less than the control, the test compound 
represents a compound which decreases a cell's sensitivity to acid sphingomyelinase-related 
apoptosis. 

The claimed invention in claims 7 differs from the reference only by the recitation of the 
cell is part of a genetically engineered nonhuman animal deficient in endogenous acid 
sphingomyelinase gene activity and containing a functional human acid sphingomeylinase 
transgene capable of expressing functional human acid sphingomyelinase. 

The claimed invention in claims 9 differs from the reference only by the recitation of the 
apoptotic morphology comprises cellular condensation, nuclear condensation and zeiosis. 

The claimed invention in claims 10 and 1 1 differs from the reference only by the 
recitation of the acid sphingomyelinase-deficient cells are part of cell lines or a genetically 
engineered nonhuman animal deficient for the acid sphingomyelinase gene. 

The claimed invention in claims 12 differs from the reference only by the recitation of the 
transgenic cells that are deficient in endogenous acid sphingomyelinase gene activity and contain 
a functional human acid sphingomyelinase gene. 

The claimed invention in claims 13 differs from the reference only by the recitation of the 
cells are genetically engineered cells that exhibit greater level of acid sphingomyelinase activity 
than non-genetically engineered cells of the same type. 

Jarvis et al teach when cells such as HL60 and U937 that exhibiting acid 
sphingomyelinase activity are exposed to various chemotherapeutics stress such as 
sphingomyelinase and C8ceramide, the cells undergo apoptosis (See entire document, Figs 1, 3 
and 6, in particular). Jarvis et al teach how to determine the morphological features of apoptosis 
such as cellular condensation, nuclear condensation or zeiosis (See Fig 6, Materials and Methods, 
in particular). 

Cifone et al teach when cells such as HuT78 that exhibits acid sphingomylinase activity 
are exposed to chemotherapeutics stress stimulus such as crosslinking Fas receptor using anti-Fas 
antibody or TNF, apoptotic cell death results. This is associated with a decrease in the level of 
sphingomyelin (breakdown) with a concomitant increase in the level of ceramide (generation) 
(See Figs 2-4, 7, page 5865-5866, Materials and methods, in particular). Cifone et al teach how 
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to measure the levels of ceramide and sphingomyelin (See page 5866, column 1, in particular). 
Cifone et al teach that it is of interest to screen for compound which increase or decrease the 
cell's sensitivity to acid sphingomyelinase related apoptosis such as measuring the levels of 
ceramide and sphingomyelinase activity (See page 5865, column 2, Biological implications, in 
particular). 

The '278 patent teaches acid sphingomyelinase deficient cell and cell line such as 
fibroblast or lymphoblasts generated from Niemann-Pick disease (NPD) patient and transgenic 
mice overexpressing the human acid sphingomyelinase gene (See column 27, lines 61-67, column 
34, lines 17-30, in particular). The '278 patent teaches nucleotide encoding for human acid 
sphingomyelinase (ASM) is useful for engineering transgenic mice and cell lines overexpressing 
the human ASM for screening compound for treatment of Niemann-Pick disease (See column 7, 
lines 31-43, column 24, lines 46-58, in particular). 

Horinouchi et al teach acid sphingomelinase deficient mice as a model for type A and B 
human Niemann-Pick disease (See entire document, Methods, in particular). 

Otterbach et al teach acid sphingomelinase deficient mice as a model for the 
neurovisceral form of human Niemann-Pick disease (See entire document, Experimental 
Procedure, in particular). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to substitute the p53 deficient cells for a method for identifying compound 
which increase or decrease a cell's sensitivity to apoptosis to p53 as taught by Lowe et al for the 
acid sphingomyelinase deficient cells wherein the cells are part of the cell lines or genetically 
engineered transgenic mouse or cell lines expressing or overexpressing the human ASM as taught 
by the '278 patent or the genetically engineered mice deficient for the acid sphingomyelinase as 
taught by Horinouchi et al or Otterbach et al for a method for identifying compound which 
increases or decreases a cell's sensitivity to sphingomyelinase-related apoptosis as taught by 
Cifone et al and Jarvis et al. From the combined teachings of the references, it is apparent that 
one of ordinary skill in the art would have had a reasonable of success in producing the claimed 
invention. 

One having ordinary skill in the art at the time the invention was made would have been 
motivated to do this because Jarvis et al teach acid sphingomyelianse induces cell death by 
apoptosis in cells exhibiting acid sphingomyelinase activity (See entire document, Figs 1, 3 and 6, 
in particular). Cifone et al teach that it is of interest to screen for compound which increase or 
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decrease the cell's sensitivity to acid sphingomyelinase related apoptosis (See page 5865, column 
2, Biological implications, in particular). The '278 patent teaches that Niemann-Pick disease 
(NPD) is associated with acid sphingomyelinase deficiency and human acid sphingomyelinase 
(ASM) transgenic mice and cell lines overexpressing the human ASM is useful for screening 
compound for treatment of Niemann-Pick disease (See column 7, lines 31-43, column 24, lines 
46-58, in particular). Horinouchi et al teach acid sphingomelinase deficient mice as a model for 
type A and B human Niemann-Pick disease (See entire document. Methods, in particular). 
Otterbach et al teach acid sphingomyelinase deficient mice is a useful model for the neurovisceral 
form of human Niemann-Pick disease (See entire document. Experimental Procedure, in 
particular). 



13. No claim is allowed. 



14. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to "Neon" Phuong Huynh whose telephone number is (703) 308-4844. The examiner 
can normally be reached Monday through Friday from 9:00 am to 6:00 p.m. A message may be 
left on the examiner's voice mail service. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Christina Chan can be reached on (703) 308-3973. Any 
inquiry of a general nature or relating to the status of this application should be directed to the 
Technology Center 1600 receptionist whose telephone number is (703) 308-0196. 

15. Papers related to this application may be submitted to Technology Center 1600 by facsimile 
transmission. Papers should be faxed to Technology Center 1600 via the PTO Fax Center located 
in Crystal Mall 1 . The faxing of such papers must conform to the notice published in the Official 
Gazette, 1096 OG 30 (November 15, 1989). The CMl Fax Center telephone number is (703) 
305-7401. 



Phuong N. Huynh, Ph.D. 
Patent Examiner 
Technology Center 1600 
March 11,2002 
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